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Agenda

• General Impressions of Study

• Some Specific Issues raised:
– Relative Grounds Examination
– “Clutter”
– Quality/Consistency
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Key Findings – from Allensbach survey

• Overall, respondents feel the CTM system is 
c rrentl orking fairl ell ith most sers sa ingcurrently working fairly well, with most users saying 
the system is getting better and better (proprietors: 
41 percent, agents: 58 percent).p , g p )

• General attitudes towards OHIM are significantly 
more positive among proprietors with high levels of 
all kinds of activity than among less active 
proprietors.proprietors. 

• In contrast, agents with a high OHIM activity level , g g y
tend to have less positive general attitudes towards 
OHIM than agents with lower levels of OHIM activity 
dodo.
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David Cameron 
pledges to end 
Labour's health 
and safetyand safety 
'neurosis' 
forthcoming Great Repeal 
Bill. Addressing the 
readers of this newspaper, 
he explained that, under 
New Labour thousands ofNew Labour, thousands of 
unnecessary new laws 
and regulations were 
passed, "and it is our 
liberty that has paid the 
price".
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Two systems compared

System A System B

• Actual use required
R l ti d

• Registration can 
anticipate use• Relative grounds exam

• Narrow specifications
f “Off

anticipate use
• Absolute grounds exam 

only
• High level of “Office 

actions”
R l t bli h t

o y
• Conflicts responsibility of 

parties
• Regular re-establishment 

of use

p
• Laissez faire approach to 

specifications
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Relative Grounds Examination State by State

Relative 
Grounds 
Jurisdictions 

26% f EU – 26% of EU 
population

Poland Romania Portugal Greece Czech Hungary Sweden Slovak Finland

I l d E t i C M lt Sl i L t i Lith i D k B l iIreland Estonia Cyprus Malta Slovenia Latvia Lithuania Denmark Bulgaria

Austria Benelux Spain Italy UK France Germany
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Relative Grounds State by State - GDP

15% by GDP

Poland Sweden Greece Finland Portugal Ireland Czech Romania Hungary

Sl k E t i C M lt L t i Lith i B l i Sl i D kSlovak Estonia Cyprus Malta Latvia Lithuania Bulgaria Slovenia Denmark

Austria Benelux Spain Italy UK France Germany
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Relative Grounds Examination in CTM?

• Issues of practicality
– Can an examiner compare, eg Irish and Latvian p , g

marks a priori, without evidence?
• Issues of philosophy/system coherenceIssues of philosophy/system coherence
• UK experience October 2008, 1 year on:

O t 1/5th i bj ti t– Oppo rate 1/5th previous objection rate
– Number entering cooling off 2x those defending
– Before, number defending 2x cooling off

• Scope for co-existence seems much greater in 
diverse EU market
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“Clutter” – Real or Imagined?

• “Ever increasing costs of clearing a trade mark, 
l d hibi i f h h l EU”?already prohibitive for the whole EU”?

• Version 1: too many marks, 3 classes for price of 
11

• Version 2: specifications too wide, leading to 
f h f th f t ti dnon-use of much of the scope of protection, and 

problems clearing new marks

• OHIM position: let us see quantitative evidence on the 
si e and scope of the alleged problemsize and scope of the alleged problem

• Do not lightly consider examination of use, relative 
grounds exam or other burdensome “solutions”grounds exam, or other burdensome solutions .
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Class Ave 
Classes 
A li d

Oppo Rate Title

Applied

33 1.62 18.7 Alcoholic 
beverages etcbeverages etc

5 1.81 20.8 Pharma
45 3.94 12.8 Legal services 

etc
26 4.35 19.6 Lace, 

emboidery etc

There is a wide variation in number of classes applied for, 
depending the on characteristics of each class
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Class CTMs Ave classes 
applied for

Oppo 
Rate

Title
Rate

9 238,000 2.32 14.9 Scientific, computers etc

13 2,700 2.75 17.9 Firearms
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Trade Marks a Restriction on Competition?

• “Exclusive rights limit competition, and should g p ,
not extend beyond the actual need for 
protection”p

• True for patents, but for trade marks?
• TMs are an enabler of competition• TMs are an enabler of competition
• No one is really prevented from competing –

th j t d t fi d th / kthey just need to find another name/mark
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“Clutter” – Real or Imagined?

• “Ever increasing costs of clearing a trade mark, already prohibitive 
for the whole EU”?for the whole EU ?

• Version 1:  too many marks, 3 classes for price of 1
• Version 2: specifications too wide, leading to non-use of much of the g

scope of protection, and problems clearing new marks

OHIM iti l t tit ti id• OHIM position: let us see quantitative evidence on 
the size and scope of the alleged problem
D li h l id i i f l i• Do not lightly consider examination of use, relative 
grounds exam, or other burdensome “solutions”.
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Quality/Consistency:  Allensbach again

• “Both agents and proprietors basically give the 
same assessment: OHIM’s decisions are rated 

h t b tt i t f lit d i tsomewhat better in terms of quality and consistency 
than in terms of the time needed to issue decisions”

• "Office proceedings too formalistic (e.g. language 
regime) Reasoning of decisions often has too littleregime). Reasoning of decisions often has too little 
thought and persuasiveness and is too formulaic.“

• “Respondents assess OHIM’s decisions as being 
substantially more consistent than decisions by the y y
national trade mark offices within the EU”
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Oppositions:  Work in Progress

• Opposition last area of backlog
• Had output and quality problemsHad output and quality problems
• Reorganisation Summer 2009

M d i i b d f J 2010 th h l• More decisions by end of June 2010 than whole 
of 2009

• Measured quality up from very poor 78% to 
91%, and rising

• Timeliness up to 75% (17 weeks from end of 
adversarial part to decision))

• Some signs of reducing settlement rate
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The Test of a “Quality” decision is public
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Consistency – the Goods & Services Database

• The G&S Similarity Tool:
– Is a database on similarity of pairs of G&S 
– Is a search tool
– For opposition and cancellation decisions

• Aims:
– Provide help and support to the examiners

– Harmonize the practice on the assessment of 
similarity of G&S – guarantee coherence (no 
discrepancies between decisions/same result on 
similarity of the same G&S)
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Results Table

Aft l hi th h th lt t bl i d d d l t d ith• After launching the search, the result table is expanded and populated with 
the pairs matching your query
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Response to some reactions

• Not an “algorithm” but a tool for finding approved 
precedentsprecedents

• Not for examiner to distinguish a new case from 
precedentsprecedents

• Of course, will reduce scope for attorney to 
h h i li ’ i diffargue that their client’s case is different etc

• Proposition:  A truly consistent approach 
inevitably reduces scope for advocacy to make a 
difference
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Information: (+ 34) 965 139 100  (switchboard)
(+ 34) 965 139 400  (e-business technical incidents)

(+ 34) 965 131 344  (main fax)

information@oami.europa.eu
e-businesshelp@oami.europa.eu
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