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“Real Stupidity Always Trumps AI” 

– Registrable and Enforceable?
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• The EUIPO rejected the trademark:

FOREVER FASTER

• This is registered in Canada.

• The EUIPO rejected the trademark:

LA QUALITE EST MEILLEURE DES RECETTES

• In Canada, this was approved…in French and in English!

Slogans



© 2018 Marks & Clerk Law LLP | Marks & Clerk is a registered trademark.

• A mark or sign that is used by a person to distinguish or 

serves to distinguish goods or services manufactured, sold, 

leased, hired or performed by him/her from those 

manufactured, sold, leased, hired or performed by others

• Definition to be broadened to include non-traditional marks

What is a Trademark? 
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• If a slogan functions or will be functioning as a trademark, 

it can be registered

• A slogan must be used or intended to be used within the 

meaning of the Trademarks Act  

Day to Day Practice
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Day to Day Practice



Registrability of Slogans
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• Slogans are usually made up of common dictionary terms 

- it’s what makes them catchy and memorable

• But it can also make them prone to being:

o suggestive or clearly descriptive

o confusing with other marks using similar or identical 

words

• Scope of protection for slogans may be somewhat limited

Day to Day Practice
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FINGER LICKIN’ GOOD (KFC)

WE ARE FRESH OBSESSED (Metro)

(Loblaws)

THE WORLD’S LOCAL BANK (HSBC)

DON’T LEAVE HOME WITHOUT IT (American Express)

THE ULTIMATE DRIVING EXPERIENCE (BMW)

WHAT’S IN YOUR WALLET (Capital One)

Slogans in Canada
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CONSUMING THIS PRODUCT MAY GIVE YOU JOY

GREAT THINGS FOR CANADA

JOIN THE MOVEMENT TO SAVE BREAKFAST

INGREDIENTS YOU CAN SEE, QUALITY YOU CAN TASTE

GREAT EXPERIENCE MATTERS

Slogans in Canada
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• A trade-mark is not registrable if it is:

o confusing with another mark

o clearly descriptive or deceptively misdescriptive in 

English or French 

o a mark which is prohibited by section 9 or 10 of the 

Act

o in conflict with a geographical indication

Legislative Restrictions

https://www.canlii.org/en/ca/laws/stat/rsc-1985-c-t-13/latest/rsc-1985-c-t-13.html?resultIndex=1#sec9_smooth
https://www.canlii.org/en/ca/laws/stat/rsc-1985-c-t-13/latest/rsc-1985-c-t-13.html?resultIndex=1#sec10_smooth
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• Slogans can be susceptible to descriptiveness objections

• Loblaws Inc. v. Whole Foods Market IP, L.P. 2016 TMOB

81 

o CANADA’S HEALTHIEST GROCERY STORE

• Trade-marks Opposition Board: 

o slogans are not subject to a different standard or 

treated any differently than other trade-marks

o if they are clearly descriptive or deceptively 

misdescriptive so as to offend the Act and if they do 

not demonstrate distinctiveness, they are not 

registrable

Descriptive Slogans

https://www.canlii.org/en/ca/laws/stat/rsc-1985-c-t-13/latest/rsc-1985-c-t-13.html
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Descriptive Slogans

Trademarks Goods/Services

CANADA’S FAVOURITE SPONGE sponges

CANADA’S BUILDING CENTRE retail outlets selling building supplies

CANADA'S MOST TRUSTED SPECIALIZED 
RECRUITMENT FIRM

Personnel placement, employment counselling and 
recruitment services

WORLD’S BEST FOOD STORE Grocery store services

CANADA'S BEST LOOKING SPORTS PUB Restaurant and bar services

CANADA'S MEETING PLACE Operation of a convention centre

CANADA'S FAVOURITE KETCHUP! Condiments, namely ketchup

CANADA'S TRUSTED MORTGAGE 
PROFESSIONALS

Mortgage brokerage

CANADA'S MOST TRUSTED LEGAL 
RECRUITERS

Personnel placement, employment counselling and 
recruitment services

CANADA’S PARTS PEOPLE Retail sale of cars, trucks, industrial machinery parts 
and accessories.

CANADA’S WELLNESS STORE retail outlets for distribution and sale of medical and 
rehabilitative products
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• Oppositions based on similar slogans

• Randstad Holding N.V. v. Hays plc, 2017 TMOB 168

o Ranstad’s mark: SHAPING THE WORLD OF WORK 

o Hays’ mark:        POWERING THE WORLD OF WORK

• Recruitment services 

• Weak marks

• Use as secondary marks

Confusion Between Slogans
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• Official Marks

Section 9 Marks



© 2018 Marks & Clerk Law LLP | Marks & Clerk is a registered trademark

• Scandalous, obscene or immoral word or device

DON’T **** WITH A CANUCK FOOT P***Y

S**T FACED BEER D**K MOVE

• Cohen v. Susan Fiedler Incorporated, 2014 FC 967

Section 9 Marks
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Extreme Examples of “Slogans”
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• Charter of the French Language (Quebec)

o Every inscription on a product, on its packaging, or on 

any document provided with it must be in French.

o No other language may be given greater prominence 

than the French language

• Exceptions include “recognized trademarks”

• What is a “recognized trademark”?

Translation Requirements



Enforcement and Strategies
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• Slogans are generally quite difficult to enforce

o But the tide may be turning…

• Sleep Country Canada Inc. v Sears Canada Inc. 2017 FC 

148

o Sleep Country:   WHY BUY A MATTRESS 

ANYWHERE ELSE?

o Sears:   THERE IS NO REASON TO BUY A 

MATTRESS ANYWHERE ELSE

• Interlocutory injunction granted to Sleep Country

Confusing Slogans
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• Selection of a slogan

IDEAS FOR LIFE (Panasonic)

IMAGE IS NOTHING. THIRST IS EVERYTHING. OBEY 

YOUR THIRST (Sprite)

LET YOUR FINGERS DO THE WALKING (Yellowpages)

THAT WAS EASY (Staples)

PROBABLY THE BEST BEER IN THE WORLD  

(Carlsberg)

REACH OUT AND TOUCH THEM (AT&T)

IT’S NOT FOR WOMEN (Dr. Pepper)

Strategies
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• Distinctive elements

• Registrability opinions

• Extensive Use of the Slogan

Strategies



Thank You!


