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MADRID PROTOCOL
Origins

Paris Convention

J

Trademark protection
"As it is"
Article 6 quinquies

Madrid Agreement

International Trademark
Registration

1) Granted Registration
2) Denial term: 12
months.

www.cuestalawyers.com ©® 2019

Madrid Protocol

International Trademark
Registration

1) Granted Registration
Pending Application

2) Term to deny: 12 months

or 18 months.
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cucsTa & asociaoos Adoption in Colombia

FTA with the United States

Article 16

"Colombia will ratify or accede to the Protocol
relating to the Madrid Agreement Concerning the
International Registration of Marks (1989) no later
than January 1, 2009.”

-------------.

Law 1455 of 2011

The Protocol will enter into force three months after the
deposit of four instruments of ratification, acceptance,
approval or accession.

* Deposit: May 29, 2012

» Effective: August 29, 2012

e 2012 &is Control of e Convenience of the Madrid Protocol.
Constitutionality * Doesn’t conduct analysis between MP vs AC
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cuesta s asociapos Prosecution
International Registration

Subsequent Desig.

Office of Origin

- Intl Formal examination

Designated

Office (CPTO)

- International Gazette Publication

Base registrer
Base application

18 months

Domestic
Prosecution
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MADRID PROTOCOL

Domestic Prosecution (18 months)

Dom. Formal Exam.

Office Action:
-Classification
-Guidelines x Collective

Answer to Office Act.

Mandatory

60 working days
No answer, denial.
Could appeal

Local Publication Substantive Exam.

Oppositions

Only Colombian Lawyers Allowed

Answer to Oppositions
No mandatory

Both terms run after 30 working days to answer

the CPTO serves the 30 working days extension to
OA or Opposition submit evidences

Absolute Grounds
Relative Grounds

Decision

Appeal
No Mandatory

10 working days after one month
the decision is served by CPTO to
file appeal



MADRID PROTOCOL

Differences: AC Law (Colombia) vs MP

ABOGADOS / ATTORNEYS AT LAW

Notorious Trademark as a ground
for Refusal

Only accepted in AC Countries

Accepted from any country

Unfair Competition

Bad Faith Trademark Registration

Only for nullity

Opposition and nullity

Term to Notify a Refusal

18 Month

Granting

By a CPTO Decision

CPTO Decision
Elapsing the term for refusal

Validity Term

10 years from Registration

10 years from the IR

Express Registration

Management Registration

Before CPTO

www.cuestalawyers.com © 2019

Via WIPO Takes 2-6 month
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Designations: Colombia Country of Origin

= Permite buscar informacion sobre mareas en multiples fuentes, nacionales e internacionales, entre otras cosas, sobre
Base Mundial de Datos 1o . R | :
marcas, denominaciones de origen v emblemas oficiales. V: 2019-09-11 14:45
sobre Marcas

Data from Uruguay available Data from 9 ARIPO member A new Al-powered image Data from Registro Nacional International Nonproprietary Data from | NEWS ()
Over 266000 records added states available search available Costa Rica available Mames from WHOQ available available
Over 407000 records added Use the "Concept” Strategy Over 326000 records added Over 9800 records added Over 33500
BUSCAR POR FILTRAR POR
Marca | Nombres Numeros | Fechas Clas | Pais *—4n | Situacion | Origen | Afio sol. ¥ | Fecha de caducidad ® | Designacidn *
Origen _ - CH. Switzerland us 86 /{CN T3 MX G4 | EM a3 /|JP 28/|RU 28
9 =g L1, swizeran GB 6cH 24/ IN 2|TR 19/ KR 19/ NO 16
ES 15QIL 15FR 14| MC 141 AU 14 41T 14
Designacicn = e.g. FR, France 5G 13/ NZ 11/ DE 11/ VN 10/ MZ 10/ CU 10
CA 10 MA alAG 9l PH ) SE 8RO 8
Lu T ML 7/ BE THUA TICW 7 BX 7
BG 7/|BA TI0OA G MN GIMG 6 ME 6
BUSQUEDA ACTUAL : “ “
blsqueda ~ Visualizar: [ Lista v Ordenar: | Total - desc
oo:co ¥
o
1-30/ 168 [I Visualizar: |30 ~ | por pagina ( opciones & ) 1 16 (")) (w)

®
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Designations: Colombia Country of Origin

86 73

EUROPEAN UNION
INTELLECTUAL PROPERTY OFFICE
Observatory
=

®
(IV) WIPO www.cuestalawyers.com ® 2019
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Colombia as Designated country

bisquedas » registros » ayuda »

Ba se M u nd | al d e Datos Permite buscar informacion sobre marcas en miltiples fuentes, nacionales e internacionales, entre otras cosas, sobre
marcas, denominaciones de origen v emblemas oficiales. V: 2019-0g-11 14:45

sobre Marcas

Data from Uruguay available Data from 9 ARIPO member A new Al-powered image Data from Registro Nacional International Nonproprietary Data from | NEWS {;:c]
Over 286000 records added states available search available Costa Rica available Mames from WHO available available
Cwer 407000 records added Use the "Concept” Strategy Ower 326000 records added Cher 9200 records added Over 33500
BUSCAR POR FILTRAR POR
Marca Mombres Nomeros Fechas Clas | Pais Fuente Imagen Situacion | Origen | Afio sol ¥ Fecha de caducidad = -
G _ e.9. CH. Switzerland us 6,343 EM 4 983 CN 3,268 FR 2,351 JCH 2,324} DE 2,266
IT 1,310 ES 1,191JLU 1,035 NL 1,035 BE 1,035 BX 1,035
GB 1,026 | JP 920 KR AT4/ TR 363 AU 338/RU 291
Designacion = e.g. FR, France i DK 210) PT 203 BG 185IE 160 | AT 150} 86 151
IL 149} IN 127 | MX 113/ NO 102 | DT 102 NZ 93
SE T41PL T3JLI T1|CZ 681 FI G0 HU 7
VN 44 UA IGICY 26| GR 23151 231IR 21

Visualizar: | Lista v Ordenar: | Total - desc v @

BUSGQUEDA ACTUAL

DS:CO *®

=]

1-30/31,035 view o7 ) [l Visualizar: 30 ~| por pagina ( opciones % ) 1 11,035 (4 ) (»1)
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Colombia as Designated country

*
6.343 Q EUIPO 4.988 **: 3.268

EUROPEAN UNICN
INTELLECTUAL PROPERTY OFFICE

Observatory

www.cuestalawyers.com ® 2019

2.266
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Trademark Applications BEFORE the Madrid Protocol

35000
30000

25000

* Foreigners: 40.63%.
20000

e Domestics: 59.37%.
15000
10000
5000
0

2005 2006 2007 2008 2009 2010 2011 2012

(1) Numbers taken from SIC Industrial Property Report for 2014. B Domestics M Foreignhers
www.cuestalawyers.com ® 2019
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Hoja1

		Columna1		Domestics		Foreigners		Columna2

		2005		11877		8060

		2006		13269		8400

		2007		14114		9892

		2008		13898		9563

		2009		13535		8898

		2010		16790		10705

		2011		18202		12587

		2012		18799		13038
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Trademark Applications AFTER the Madrid Protocol

50.000
45.000

40.000

35.000

* Foreigners: 43,5%. 30.000
* Domestics: 56,5%. o
20.000

15.000

10.000

5.000

0

2013 2014 2015 2016 2017 2018

- . - . .
(I Superintendence of Industry and Commerce - IP Statistics Domestics Foreigneis
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Hoja1

		Columna1		Domestics		Foreigneis

		2013		20,092		16,438

		2014		21,076		17,952

		2015		24,742		19,439

		2016		24259		17566

		2017		24806		17238

		2018		25930		19445






MADRID PROTOCOL

cuesTa & asociapos Statistics in Colombia

Trademark applications made by foreigners and domestics in Colombia 2015-2019

50,000
45,000
2015 2016 2017 2018 —
40,000 Total: 43.730 Total: 42.295 Total: 42.725 Total: 45.875 " ereentage Aoppl'cat'ons D11
35,000 D: 24.140 D: 24.306 D: 23.762 D: 25.930 m—) 22,44%
30,000 F:19.590 F:17.989 F:18.963 F:19.445 2819
PM: 10.215 PM: 9.564 PM: 10.565 PM: 10.062
25,000 .Ianuary - June
20,000 Total: 14.404
D:9.148
15,000 F:5.256
10,000 PM:2.721
AN
0
2015 2016 2017 2018 2019 (ene-mar)
B Total trademark applications B domestic applications m foreign applications Applications via Madrid Protocol

(llHSuperintendence of Industry and Commerce - IP Statistics
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Total Oppositions vs. Total Oppositions to MP Extensions.

2015
T: 5.456
MP: 891 2016 2018
7,000 T 4.424 2017
£ 000 MP:536 1|\-/:|P3-573310 T: 3.485 2019 Percentage Oppositions to MP
' : MP: 527 i 0
January.  EXtensions ) 13,27%
5,000
June
4,000 T: 1.499
MP: 128
3,000
2,000
0
2015 2016 2017 2018 2019
m Total Oppositions Oppositions to MP extensions

(V) Superintendence of Industry and Commerce - |IP Statistics WWW.cuesta |aWye rs.com ® 2019
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Total Trademark MP Extensions vs. Total Provisional Refusals to PM Extensions

2015 2016 2017 2018
16,000 MP: 10.565
_ . . MP: 10.062
14,000 MP: 10.215 MP: 3.564 PR:_3.043 Percentage Provisional Refusals to

- PR: 2.289 PR: 2.051
Do - PM Extensions I 20,84%
' . .

10,000 January-
8,000 June
6,000 MP: 2.721

PR: 305
4,000
[ 0000 ]
0
2015 2016 2017 2018 2019
m Total Trademark MP extensions W number of provisional refusals to MP extensions

(V) Superintendence of Industry and Commerce - |IP Statistics WWW.cuesta |aWye rs.com ® 2019
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Conversion Rate Effective
Trademarks

Total Extension 31.035 73.381

Designating in Colombia

Total IR from Colombia 168 (975 designations) 2.242
2,3

(V) Superintendence of Industry and Commerce - |IP Statistics WWW.cuesta |aWye rs.com ® 2019
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ABOGADOS / ATTORNEYS AT LAW

TOPIC PERCENTAGE

Total Trademark Applications MP/Total 22,44%
Total provisional refusal / MP Extension 20,84%
Refusals for study of form / MP Extension 3,60%
Total oppositions / MP Extensions 13,27%
6,57%

Appeals against refusals

(V) Superintendence of Industry and Commerce - IP Statistics WWW.cuesta |awye rs.com ® 2019
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i THANKS!

Juan Carlos Cuesta Quintero
juancuesta@cuestalawyers.com
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